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DETAILED ACTION 
Response to Amendment 

1 . This Office action is responsive to applicant's supplemental preliminary 
amendment filed April 19, 2004. Claims 1-39 are pending. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
09/459,769, filed on December 13, 1999. 

Specification 

3. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 21-23 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

These claims recite a programmed network facsimile device that executes 
control code, which is functional descriptive material comprising computer programs or 
algorithms that impart functionality when employed as a computer component. Such 
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executable code must be embodied on a computer readable medium to impart its 
functionality (see MPEP 2106.IV.B.1(a)). 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 37 and 38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claim 37 recites the limitation "the sender address" in line 4 of the claim. There 
is insufficient antecedent basis for this limitation in the claim. Claim 38 depends from 
claim 37. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1, 3, 5, 7, 9, 13, 15, 19-21, 23-25 and 36-38 are rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent 6,618,749 (Saito et al.) in view of U.S. 
Patent 6,043,904 (Nickerson). 

Regarding claim 1, Saito et al. discloses a network facsimile device connected to 
the Internet or a local area network, employing an electronic mail function, and having a 
function of exchanging image information through said Internet or said local area 
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network and functions of a facsimile device, comprising: delivery confirmation mail 
confirming means for detecting, at a time of receiving electronic mail, whether the 
received electronic mail is an electronic delivery confirmation mail for confirming mail 
delivery (Internet facsimile and e-mail reception method (note title); delivery status 
notification mail recognition section judges whether or not received data contains any 
delivery status notification message (column 8, lines 7-16)). 

Saito et al. do not disclose delivery notification partner storing means for storing 
a mail address of a destination address to which a confirmation is to be delivered, in 
combination with delivery confirmation mail transferring means for transferring said 
delivery confirmation mail confirmed by said confirming means to said destination 
address stored in said delivery notifying partner storing means. However, Nickerson 
discloses a facsimile apparatus that is capable of providing remote confirmation of job 
completion (Fig. 7, step 110; Fig. 8, step 124), wherein destination addresses to which a 
confirmation is to be delivered are stored (Fig. 8, steps 130, 134) and delivery of 
confirmation mail to the destination addresses is performed (Fig. 7, step 1 14). 
Nickerson recognized that when a user is away from a transmission job originating 
station, he or she cannot immediately determine whether or not the transmission job 
was successfully completed, thereby causing delays in correcting potential faults in the 
transmission job (column 2, lines 15-35). It would have been obvious for one of 
ordinary skill in the art to modify the teaching of Saito et al., by providing delivery 
notifying partner storing means and delivery confirmation mail transferring means, such 
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as taught by Nickerson, so that potential faults in the transmission job can be corrected 
in a more timely fashion. 

Claim 3 further recited determination of whether said confirmation mail includes 
contents relating to a transferring error. The delivery status notification mail in Saito et 
al. includes a delivery status notification message indicating that the data received is 
delivery status notification mail (column 6, lines 14-24). The delivery status notification 
mail identification section judges the received data (column 6, lines 25-30) and specific 
information extraction section extracts information on the success/failure of delivery 
(column 6, lines 31-38). 

Claims 5 and 7 each further recite setting means for making valid or invalid said 
electronic mail transferring operation of said delivery confirmation mail transferring 
means. Nickerson provides for local confirmation of the transmission job if remote 
confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been obvious for one 
of ordinary skill in the art to provide means for making valid or invalid the electronic 
transferring operation so that a user can immediately receive results of the 
transmission, whether locally or at a remote location. 

Claim 9 combines the limitations of above-rejected claims 1 and 3, and further 
recited means for visibly outputting the contents of said electronic delivery confirmation 
mail. As mentioned above, Nickerson's facsimile apparatus prints a confirmation page 
locally (Fig. 7, step 1 12) or transmits the page to remote destinations (Fig. 7, step 1 14). 
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Claims 13 and 15 are method claims corresponding to above apparatus claims 1 
and 3, respectively. The combined teachings of Saito et al. and Nickerson suggest the 
method steps, as set forth above. 

Claim 19 is a method claim corresponding to above apparatus claim 9, minus the 
limitation of transferring electronic delivery confirmation to the destination address when 
predetermined contents relating to said transferring error are contained in said 
electronic delivery confirmation mail. Claim 20 further does not recite a limitation for 
storing a delivery notifying destination mail address. These claims are broader than 
above-rejected claim 9, and are thus rejected for the reasons set forth above. 

Claims 21 and 23 recite a programmed network facsimile device that executes 
control codes for performing the steps recited in method claims 13 and 15, respectively. 
The apparatus disclosed in Saito et al. includes a ROM for storing a program executed 
by the control unit (column 3, lines 53-59). In combination with Nickerson, all of the 
method steps would have been stored in the ROM. 

Regarding claim 24, Saito et al. disclose a network facsimile device connected to 
a network, comprising: mailer means for transmitting and/or receiving electronic mail 
through the network, the electronic mail being accompanied by a facsimile image 
representation (Internet facsimile and e-mail reception method (note title)) and mail 
detecting means for determining whether a received mail is a delivery notification, upon 
reception of the received mail (delivery status notification mail recognition section 
judges whether or not received data contains any delivery status notification message 
(column 8, lines 7-16)). 
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While Saito et al. disclose determination of received mail to be a delivery 
notification, Saito et al. do not disclose memory means for storing a destination address 
to which a mail delivery notification is to be sent, in combination with mail transferring 
means for transferring the received mail to said destination address, when the received 
mail is determined to be a delivery modification. However, as mentioned above 
regarding claim 1 , Nickerson discloses a facsimile apparatus that is capable of providing 
remote confirmation of job completion (Fig. 7, step 110; Fig. 8, step 124), wherein 
destination addresses to which a confirmation is to be delivered are stored (Fig. 8, steps 
130, 134) and delivery of confirmation mail to the destination addresses is performed 
(Fig. 7, step 1 14). Nickerson recognized that when a user is away from a transmission 
job originating station, he or she cannot immediately determine whether or not the 
transmission job was successfully completed, thereby causing delays in correcting 
potential faults in the transmission job (column 2, lines 15-35). It would have been 
obvious for one of ordinary skill in the art to modify the teaching of Saito et al., by 
providing delivery notifying partner storing means and delivery confirmation mail 
transferring means, such as taught by Nickerson, so that potential faults in the 
transmission job can be corrected in a more timely fashion. 

Claim 25 further recites setting means for making valid or invalid said mail 
transferring operation of said mail transferring means. As mentioned above regarding 
claims 5 and 7, Nickerson provides for local confirmation of the transmission job if 
remote confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been obvious 
for one of ordinary skill in the art to provide means for making valid or invalid the 
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electronic transferring operation so that a user can immediately receive results of the 
transmission, whether locally or at a remote location. 

Claim 36 further recites determining means for determining whether a received 
delivery notification contains error information which indicates an error occurrence; and 
outputting means for visibly outputting the contents of delivery notification when the 
determining means determines that the received delivery notification contains error 
information. As mentioned above regarding claim 3, he delivery status notification mail 
in Saito et al. includes a delivery status notification message indicating that the data 
received is delivery status notification mail (column 6, lines 14-24). The delivery status 
notification mail identification section judges the received data (column 6, lines 25-30) 
and specific information extraction section extracts information on the success/failure of 
delivery (column 6, lines 31-38). Furthermore, the information is output visibly as one 
page (column 6, lines 27-30; Figs. 7 and 8). 

Claim 37 further recites mail transferring means for transferring the received 
delivery notification to the sender address. As mentioned above regarding claim 1, 
Nickerson discloses a facsimile apparatus that is capable of providing remote 
confirmation of job completion (Fig. 7, step 110; Fig. 8, step 124), wherein destination 
addresses to which a confirmation is to be delivered are stored (Fig. 8, steps 130, 134) 
and delivery of confirmation mail to the destination addresses is performed (Fig. 7, step 
1 14). Obviously, any destination address capable of receiving electronic mail can be 
stored in the facsimile apparatus. 



Application/Control Number: 10/801 ,400 Page 9 

Art Unit: 2625 

Claim 38 further recites setting means for making valid or invalid the transferring 
operation of said mail transferring means. As mentioned above regarding claims 5 and 
7, Nickerson provides for local confirmation of the transmission job if remote 
confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been obvious for one 
of ordinary skill in the art to provide means for making valid or invalid the electronic 
transferring operation so that a user can immediately receive results of the 
transmission, whether locally or at a remote location. 

11. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saito et 
al. in view of Nickerson as applied to claim 9 above, and further in view of U.S. Patent 
5,134,501 (Satomi etal.). 

Claim 1 1 further recites first setting means for making valid or invalid said 
electronic mail transferring operation of said delivery confirmation mail processing 
means; and second setting means for making valid or invalid visible display of said 
electronic mail of said delivery confirmation mail processing means. Nickerson teaches 
the first setting means, as mentioned above with respect to claims 5 and 7. The second 
setting means, while not taught by either Saito et al. or Nickerson, is disclosed in Satomi 
et al. (in response to depression of a predetermined function key, an error report is 
prepared only if a communication error takes place (column 3, line 58 - column 4, line 
2; column 4, lines 29-41 )). It would have been obvious for one of ordinary skill in the art 
to modify the combined teaching of Saito et al. and Nickerson, by providing second 
setting means as disclosed in Satomi et al., so as to prevent a waste of recording paper 
for printing out an error report in the case where no errors are found in the transmission. 
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12. Claims 30-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saito et al. in view of Nickerson and Satomi et al. 

Claims 30 and 31 further recite determining means for determining whether a 
received delivery notification contains error information which indicates an error 
occurrence; and mail transferring means for transferring the received delivery 
notification according to the determination result of the determining means, wherein the 
mail transferring means transfers the received delivery notification to the destination 
address when the delivery notification contains error information. As mentioned above 
regarding claim 3, the delivery status notification mail in Saito et al. includes a delivery 
status notification message indicating that the data received is delivery status 
notification mail (column 6, lines 14-24). The delivery status notification mail 
identification section judges the received data (column 6, lines 25-30) and specific 
information extraction section extracts information on the success/failure of delivery 
(column 6, lines 31-38). Furthermore, as mentioned regarding claim 1, Nickerson 
discloses a facsimile apparatus that is capable of providing remote confirmation of job 
completion (Fig. 7, step 110; Fig. 8, step 124), wherein destination addresses to which a 
confirmation is to be delivered are stored (Fig. 8, steps 130, 134) and delivery of 
confirmation mail to the destination addresses is performed (Fig. 7, step 1 14). 
Nickerson recognized that when a user is away from a transmission job originating 
station, he or she cannot immediately determine whether or not the transmission job 
was successfully completed, thereby causing delays in correcting potential faults in the 
transmission job (column 2, lines 15-35). It would have been obvious for one of 
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ordinary skill in the art to modify the teaching of Saito et al., by providing delivery 
notifying partner storing means and delivery confirmation mail transferring means, such 
as taught by Nickerson, so that potential faults in the transmission job can be corrected 
in a more timely fashion. 

The transfer of the received delivery notification in Nickerson does not appear to 
be based on a determination of whether an error has occurred. However, as mentioned 
above regarding claim 1 1 , Saito et al. disclose selective output of an error report based 
on whether a transmission error has occurred (in response to depression of a 
predetermined function key, an error report is prepared only if a communication error 
takes place (column 3, line 58 - column 4, line 2; column 4, lines 29-41 )). In 
combination with Saito et al. and Nickerson, this teaching would enable selective 
transfer of an error report to a remote location if a communication error occurs, and 
such combination would have been obvious to one of ordinary skill in the art, so as to 
prevent a waste of recording paper for printing out an error report in the case where no 
errors are found in the transmission. 

Claim 32 further recites setting means for making valid or invalid said electronic 
mail transferring operation of said mail transferring means. As mentioned above 
regarding claims 5 and 7, Nickerson provides for local confirmation of the transmission 
job if remote confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been 
obvious for one of ordinary skill in the art to provide means for making valid or invalid 
the electronic transferring operation so that a user can immediately receive results of 
the transmission, whether locally or at a remote location. 
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13. Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saito et 
al. in view of Nickerson as applied to claim 36 above, and further in view of Saito et al. 

Claim 39 further recites setting means for making valid or invalid the transferring 
operation of said mail transferring means. Once again, Nickerson provides for local 
confirmation of the transmission job if remote confirmation is not invoked (Fig. 7, steps 
1 10, 1 12). It would have been obvious for one of ordinary skill in the art to provide 
means for making valid or invalid the electronic transferring operation so that a user can 
immediately receive results of the transmission, whether locally or at a remote location. 

Allowable Subject Matter 

14. Claims 2, 4, 6, 8, 10, 12, 14, 16-18, 26-29 and 33-35 are allowed. 

1 5. Claim 22 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 101, set forth in this Office action. 

1 6. The following is a statement of reasons for the indication of allowable subject 
matter: No prior art has been found to disclose or suggest "transferring said delivery 
confirmation mail confirmed by said confirming means to a mail address set in a From 
address field, when a mail address of a sender is set in said From address field of said 
delivery confirmation mail, and for transferring said delivery confirmation mail to the 
destination address, when the mail address of the sender individual is not set in said 
From address field of said electronic mail," as recited in base claim 2 and similarly 
recited in base claims 14 and 22; or "transferring said electronic delivery confirmation 
mail to both said mail address set in said From address field of said electronic delivery 
confirmation mail and said destination address stored in said delivery notifying partner 
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storing means when said delivery confirmation mail includes predetermined contents 
relating to said transferring error contained in said electronic delivery confirmation mail 
and when said mail address of the sender is set in the From address field of said 
electronic delivery confirmation mail; for transferring said electronic delivery 
confirmation mail to said destination address stored in said delivery notifying partner 
storing means when said delivery confirmation mail includes predetermined contents 
relating to said transferring error contained in said electronic delivery confirmation mail 
and when said mail address of the sender is not set in the From address field of said 
electronic mail; for transferring said electrical delivery confirming mail to said mail 
address set in said From address field of said electronic delivery confirmation mail when 
said predetermined contents relating to said transferring error not contained in said 
electronic delivery confirmation mail and when said mail address of the sender is set in 
the From address field of said electronic delivery confirmation mail; for transferring said 
electronic delivery confirmation to said destination address stored in said delivery 
notifying partner storing means when said predetermined contents relating to said 
transferring error are not contained in the contents of said electronic delivery 
confirmation mail and when said mail address of the sender individual is not set in the 
From address of said electronic delivery confirmation mail," as recited in base claim 4 
and similarly recited in base claims 10, 16 and 18; or "confirming, when said received 
electronic mail is the electronic delivery confirmation mail for confirming the delivery, 
whether a mail address of a sender is set in a From address field of said electronic 
delivery confirmation mail; transferring said electronic delivery confirmation mail to said 
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stored destination mail address, when mail address of the sender is not set in the From 
address field of said electronic delivery confirmation mail," as recited in base claim 17; 
or "determining means for determining whether a received delivery notification contains 
a sender address in a From address field; and mail transferring means for transferring 
the received delivery notification according to the determination result of the determining 
means," as recited in base claim 26; or "first determining means for determining whether 
a received delivery notification contains a sender address in the From address field; 
second determining means for determining whether the received delivery notification 
contains error information which indicates an error occurrence; and mail transferring 
means for transferring the received delivery notification according to the determination 
result of the first and second determining means," as recited in base claim 33. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (571) 272- 
7436. The examiner can normally be reached on Monday-Friday, 7:30-5:00, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571 ) 272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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